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Patents -- Scope and validity of patent -- Patentable subject matter -- Biotechnology -- Genes and cells -- Whether patents extent to
plants -- Patent claims disclosing genetically modified genes and cells which, when inserted into plants, increased tolerance to glyphosate
herbicides -- Whether patent valid.

Patent -- Infringement -- Patent disclosing genetically modified genes and cells which, when inserted into plants, increased tolerance to
herbicides containing glyphosate -- Agricultural production of canola containing patented cell and gene without obtaining licence or
permission -- Whether patent infringed -- Meaning of word "use" in s. 42 of Patent Act, R.S.C. 1985,c. P-4.

Patent -- Remedy -- Accounting of profits -- Whether accounting of profits may be claimed in absence of evidence of profit attributable to
invention.

The respondents are the licensee and owner, respectively, of a patent that discloses the invention of chimeric genes that confer
tolerance to glyphosate herbicides such as Roundup and cells containing those genes. Canola containing the patented genes and cells is
marketed under the trade name "Roundup Ready Canola". The appellants grow canola commercially in Saskatchewan. The appellants
never purchased Roundup Ready canola nor obtained a licence to plant it. Tests of their 1998 canola crop revealed that 95-98 per cent
was Roundup Ready Canola. The respondents brought an action against the appellants for patent infringement. The trial judge found the
patent to be valid and allowed the action, concluding that the appellants knew or ought to have known that they saved and planted seed
containing the patented gene and cell and that they sold the resulting crop also containing the patented gene and cell. The Federal Court
of Appeal affirmed the decision but made no finding on patent validity.

Held (lacobucci, Bastarache, Arbour and LeBel JJ. dissenting in part): The appeal should be allowed in part.

Per McLachlin C.J. and Major, Fish, Binnie and Deschamps JJ.: The patent is valid. The respondents did not claim protection for the
genetically modified plant itself, but rather for the genes and the modified cells that make up the plant. A purposive construction of the
patent claims recognizes that the invention will be practised in plants regenerated from the patented cells, whether the plants are located
inside or outside a laboratory. Whether or not patent protection for the gene and the cell extends to activities involving the plant is not
relevant to the patent's validity. The appellants have failed to discharge the onus to show that the Commissioner of Patents erred in
allowing the patent.

To determine whether the appellants infringed s. 42 of the Patent Act by "using" the patented cell and gene, the word "use" in that
section must be interpreted taking into account its plain meaning, the purpose of s. 42, its context, and the case law. The plain meaning of
the word "use" or "exploiter" denotes utilization with a view to production or advantage. The purpose of s. 42 is to define the exclusive
rights granted to the patent holder. The question in determining whether a defendant has "used" a patented invention is whether the
defendant's activity deprived the inventor in whole or in part, directly or indirectly, of full enjoyment of the monopoly conferred by law. A
contextual examination shows that if there is a commercial benefit to be derived from the invention, it belongs to the patent holder.
According to the case law, it is no bar to a finding of infringement that the patented object or process is a part of or composes a broader
unpatented structure or process, provided the patented invention is significant or important to the defendant's activities that involve the
unpatented structure. Possession of a patented object or an object incorporating a patented feature may constitute "use" of the object's
stand-by or insurance utility and thus constitute infringement. Possession, at least in commercial circumstances, raises a rebuttable
presumption of "use". While intention is generally irrelevant to determining whether there has been "use" and hence infringement, the
absence of intention to employ or gain any advantage from the invention may be relevant to rebutting the presumption of use raised by
possession.

In this case, the appellants' saving and planting seed, then harvesting and selling plants that contained the patented cells and genes
appears, on a common sense view, to constitute “utilization" of the patented material for production and advantage, within the meaning of
s. 42. The other questions of principle relevant to "use" under s. 42 also support that preliminary conclusion. By cultivating a plant
containing the patented gene and composed of the patented cells without license, the appellants deprived the respondents of the full
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enjoyment of the monopoly. The appellants' involvement with the disputed canola was also clearly commercial in nature.

Case law shows that infringement is established where a defendant's commercial or business activity involving a thing of which a
patented part is a component necessarily involves use of the patented part. Infringement in this case therefore does not require use of the
gene or cell in isolation. Infringement also does not require that the appellants have used Roundup herbicide as an aid to cultivation. First,
this argument fails to account for the stand-by or insurance utility of the properties of the patented genes and cells. Second, the appellants
did not provide sufficient evidence to rebut the presumption of use. While a defendant's conduct on becoming aware of the presence of
the patented invention may assist in rebutting the presumption of use arising from possession, in the circumstances of this case, this
presumption stands unrebutted. The appellants actively cultivated Roundup Ready Canola as part of their business operations. In light of
all of the relevant considerations, the appellants used the patented genes and cells, and infringement is established.

The Patent Act permits two alternative types of remedies: damages and an accounting of profits. Here damages are not available, in
view of the respondents' election to seek an account of profits. The inventor is only entitled to that portion of the infringer's profit which is
causally attributable to the invention. A comparison is to be made between the appellants' profit attributable to the invention and their profit
had they used the best non-infringing option. The appellants' profits were precisely what they would have been had they planted and
harvested ordinary canola. Nor did they gain any agricultural advantage from the herbicide resistant nature of the canola since no finding
was made that they sprayed with Roundup herbicide to reduce weeds. On this evidence, the appellants earned no profit from the invention
and the respondents are entitled to nothing on their claim of account.

Per lacobucci, Bastarache, Arbour and LeBel JJ. (dissenting in part): The heart of the issue is whether the Federal Court of Appeal's
decision can stand in light of this Court's ruling that plants as higher life forms are unpatentable. A purposive construction that limits the
scope of the respondents' claims to their "essential elements” leads to the conclusion that the gene claims and the plant cell claims should
not be construed to grant exclusive rights over the plant and all of its offspring. This interpretation is fair and predictable because it ties the
respondents to their claims; the respondents specifically disclaim plants. Patents must be interpreted from the point of view of the person
skilled in the art who must also be taken to know the law. A person skilled in the art could not reasonably have expected that patent
protection extended to unpatentable plants and their offspring. Properly construed, the respondents' product and process claims are both
valid because neither extends patent protection to the plant itself.

The issue at the infringement stage is whether the appellants used the invention so as to interfere with the exclusive rights of the
patentee, keeping in mind that the scope of the claims does not extend patent protection to plants. The meaning of "use" in s. 42 of the
Patent Act requires a purposive interpretation of the word "use", a contextual analysis given the surrounding words in the provision, and
the case law. A purposive construction of "use" suggests that "use" is limited by the subject-matter of the invention, and that any acts for a
purpose whether foreseen or not by the inventor may constitute an infringing use. The contextual analysis also links the verb "use" with the
noun "invention". Accordingly, the test for determining "use" is not whether the alleged user has deprived the patentee of the commercial
benefits flowing from his invention, but whether the alleged user has deprived the patentee of his monopoly over the use of the invention
as construed in the claims. In the context of this case, the question is whether the appellants used the respondents' genetically modified
cells and genes as they existed in the laboratory prior to differentiation and propagation -- or the process of genetic alteration. Much of the
case law on "use" and various analogies are unhelpful, in this context, to define the meaning of "use" because of the unique properties of
biological materials, especially higher life forms that can self-replicate and spread. A knowledge element should not be incorporated in the
definition of "use" since it is a settled issue in Canadian patent law that intention is irrelevant to infringement. If the person's acts interfere
with the exclusive rights granted by the patent, then there is infringement, although the presumption of use may be rebutted in very rare
circumstances.

In the result, the lower courts erred not only in construing the claims to extend to plants and seed, but also in construing "use" to
include the use of subject-matter disclaimed by the patentee, namely the plant. The appellants as users were entitled to rely on the
reasonable expectation that plants, as unpatentable subject-matter, fall outside the scope of patent protection. Accordingly, the cultivation
of plants containing the patented gene and cell does not constitute an infringement. The plants containing the patented gene can have no
stand-by value. To conclude otherwise would, in effect, confer patent protection on the plant. Since there is no claim for a "glyphosate-
resistant” plant and all its offspring, saving, planting, or selling seed from glyphosate-resistant plants does not constitute an infringing use.
As was done here, the respondents can still license the sale of seeds that they produce from their patented invention and can impose
contractual obligations, such as prohibition on saving seeds, on the licensee.

The conclusion on the scope of the respondents' patent claims, that is determinative of both validity and infringing use, is consistent
with the Agreement on Trade-Related Aspects of Intellectual Property Rights.
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The judgment of McLachlin C.J. and Major, Binnie, Deschamps and Fish JJ. was delivered by

THE CHIEF JUSTICE AND FISH J. --
I. Introduction

1 This case concerns a large scale, commercial farming operation that grew canola containing a patented cell and gene without
obtaining licence or permission. The main issue is whether it thereby breached the Patent Act, R.S.C. 1985, c. P-4. We believe that it did.

2 In reaching this conclusion, we emphasize from the outset that we are not concerned here with the innocent discovery by farmers of
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"blow-by" patented plants on their land or in their cultivated fields. Nor are we concerned with the scope of the respondents' patent or the
wisdom and social utility of the genetic modification of genes and cells -- a practice authorized by Parliament under the Patent Act and its
regulations.

3 Our sole concern is with the application of established principles of patent law to the essentially undisputed facts of this case.
Il. The Salient Facts

4 Percy Schmeiser has farmed in Saskatchewan for more than 50 years. In 1996 he assigned his farming business to a corporation in
which he and his wife are the sole shareholders and directors. He and his corporation grow wheat, peas, and a large amount of canola.

5 In the 1990s, many farmers, including five farmers in Mr. Schmeiser's area, switched to Roundup Ready Canola, a canola variety
containing genetically modified genes and cells that have been patented by Monsanto. Canola containing the patented genes and cells is
resistant to a herbicide, Roundup, which Kkills all other plants, making it easier to control weeds. This eliminates the need for tillage and
other herbicides. It also avoids seeding delays to accommodate early weed spraying. Monsanto licenses farmers to use Roundup Ready
Canola, at a cost of $15 per acre.

6 Schmeiser never purchased Roundup Ready Canola nor did he obtain a licence to plant it. Yet, in 1998, tests revealed that 95 to 98
percent of his 1,000 acres of canola crop was made up of Roundup Ready plants. The origin of the plants is unclear. They may have been
derived from Roundup Ready seed that blew onto or near Schmeiser's land, and was then collected from plants that survived after
Schmeiser sprayed Roundup herbicide around the power poles and in the ditches along the roadway bordering four of his fields. The fact
that these plants survived the spraying indicated that they contained the patented gene and cell. The trial judge found that "none of the
suggested sources [proposed by Schmeiser] could reasonably explain the concentration or extent of Roundup Ready canola of a
commercial quality”" ultimately present in Schmeiser's crop (Mosanto Canada Inc. v. Schmeiser (2001), 202 F.T.R. 78, at para. 118).

7  The issues on this appeal are whether Schmeiser infringed Monsanto's patent, and if so, what remedies Monsanto may claim.

I1I. Analysis
A. The Patent: Its Scope and Validity

8 Canola is a valuable crop grown in Canada and used to make edible oil and animal feed. The respondents are the licensee and
owner, respectively, of Canadian Patent No. 1,313,830. This patent, titled "Glyphosate-Resistant Plants" was issued on February 23, 1993,
and expires on February 23, 2010. It discloses the invention of genetically engineered genes and cells containing those genes which,
when inserted into plants (in this case canola), dramatically increase their tolerance to herbicides containing glyphosate. Ordinarily,
glyphosate inhibits an enzyme essential for plant survival. Most plants sprayed with a glyphosate herbicide do not survive, but a canola
plant grown from seed containing the modified gene will survive.

9 Since 1996, canola seed containing the patented gene and cell has been produced in Canada under licence from the respondents;
this seed has been marketed to farmers under the trade name "Roundup Ready Canola", reflecting its resistance to the glyphosate
herbicide "Roundup" manufactured by the respondents. Roundup can be sprayed after the canola plants have emerged, killing all plants
except the canola. This eliminates the need for tillage and other herbicides. It also avoids delaying seeding to accommodate early weed
spraying.

10 In 1996, approximately 600 Canadian farmers planted this Roundup Ready Canola on 50,000 acres. By 2000, approximately 20,000
farmers planted 4.5 to 5 million acres -- nearly 40 percent of all canola grown in Canada.

11 Monsanto requires a farmer who wishes to grow Roundup Ready Canola to enter into a licensing arrangement called a Technology
Use Agreement (TUA). The licensed farmers must attend a Grower Enroliment Meeting at which Monsanto describes the technology and its
licensing terms. By signing the TUA, the farmer becomes entitled to purchase Roundup Ready Canola from an authorized seed agent.
They must, however, undertake to use the seed for planting a single crop and to sell that crop for consumption to a commercial purchaser
authorized by Monsanto. The licensed farmers may not sell or give the seed to any third party, or save seed for replanting or inventory.

12 The TUA gives Monsanto the right to inspect the fields of the contracting farmer and to take samples to verify compliance with the
TUA. The farmer must also pay a licensing fee for each acre planted with Roundup Ready Canola. In 1998, the licensing fee was $15 per
acre.

13 A Roundup Ready Canola plant cannot be distinguished from other canola plants except by a chemical test that detects the

presence of the Monsanto gene, or by spraying the plant with Roundup. A canola plant that survives being sprayed with Roundup is
Roundup Ready Canola.

14 The trial judge found the patent to be valid. He found that it did not offend the Plant Breeders' Rights Act, S.C. 1990, c. 20, and held
that the difficulty of distinguishing canola plants containing the patented gene and cell from those without it did not preclude patenting the
gene. The trial judge also rejected the argument that the gene and cell are unpatentable because they can be replicated without human
intervention or control.

15 The scope of the patent is largely uncontroversial.
16  The trial judge found that "it is the gene and the process for its insertion ... and the cell derived from that process" that comprise the

invention (para. 88 (emphasis added), see also para. 26). The Federal Court of Appeal likewise endorsed the claims as being for "genes
and cells which are glyphosate-resistant” (Mosanto Canada Inc. v. Schmeiser [2003], 2 F.C. 165, at para. 40).

17 Everyone agrees that Monsanto did not claim protection for the genetically modified plant itself, but rather for the genes and the
modified cells that make up the plant. Unlike our colleague, Arbour J., we do not believe this fact requires reading a proviso into the claims
that would provide patent protection to the genes and cells only when in an isolated laboratory form.

18 Purposive construction of patent claims requires that they be interpreted in light of the whole of the disclosure, including the
specifications: Whirlpool Corp. v. Camco Inc., [2000] 2 S.C.R. 67, 2000 SCC 67; Consolboard Inc. v. MacMillan Bloedel (Sask.) Ltd., [1981]
1 S.C.R. 504. In this case, the disclosure includes the following:

Abstract of Disclosure
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Plant cells transformed using such genes and plants regenerated therefrom have been shown to exhibit a substantial degree of glyphosate
resistance. (AR 235)

Background of the Invention
The object of this invention is to provide a method of genetically transforming plant cells which causes the cells and plants regenerated
therefrom to become resistant to glyphosate and the herbicidal salts thereof. (AR 238)
Detailed Description of the Invention
Suitable plants for the practice of the present invention include, but are not limited to, soybean, cotton, alfalfa, canola, flax, tomato, sugar
beet, sunflower, potato, tobacco, corn, wheat, rice and lettuce. (AR 240-241)

19 A purposive construction therefore recognizes that the invention will be practised in plants regenerated from the patented cells,
whether the plants are located inside or outside a laboratory. It is difficult to imagine a more likely or more evident purpose for patenting "a
method of genetically transforming plant cells which causes the cells and plants regenerated therefrom to become resistant to glyphosate"
(trial judgment, para. 20 (emphasis added)).

20 More particularly, the patented claims are for:

1 A chimeric gene: this is a gene that does not exist in nature and is constructed from different species.

2 Anexpression vector: this is a DNA molecule into which another DNA segment has been integrated so as to be useful as a research
tool.

3 A plant transformation vector: used to permanently insert a chimeric gene into a plant's own DNA.

4 Various species of plant cells into which the chimeric gene has been inserted.

5 A method of regenerating a glyphosate-resistant plant. Once the cell is stimulated to grow into a plant, all of the differentiated cells in
the plant will contain the chimeric gene, which will be passed on to offspring of the plant.

21 The appellant Schmeiser argues that the subject matter claimed in the patent is unpatentable. While acknowledging that Monsanto
claims protection only over a gene and a cell, Schmeiser contends that the result of extending such protection is to restrict use of a plant
and a seed. This result, the argument goes, ought to render the subject matter unpatentable, following the reasoning of the majority of this
Court in Harvard College v. Canada (Commissioner of Patents), [2002] 4 S.C.R. 45, 2002 SCC 76 ("Harvard Mouse"). In that case, plants
and seeds were found to be unpatentable "higher life forms".

22 This case is different from Harvard Mouse, where the patent refused was for a mammal. The Patent Commissioner, moreover, had
allowed other claims, which were not at issue before the Court in that case, notably a plasmid and a somatic cell culture. The claims at issue
in this case, for a gene and a cell, are somewhat analogous, suggesting that to find a gene and a cell to be patentable is in fact consistent
with both the majority and the minority holdings in Harvard Mouse.

23 Further, all members of the Court in Harvard Mouse noted in obiter that a fertilized, genetically altered oncomouse egg would be
patentable subject matter, regardless of its ultimate anticipated development into a mouse (at para. 3, per Binnie J. for the minority; at para.
162, per Bastarache J. for the majority.).

24 Whether or not patent protection for the gene and the cell extends to activities involving the plant is not relevant to the patent's
validity. It relates only to the factual circumstances in which infringement will be found to have taken place, as we shall explain below.
Monsanto's patent has already been issued, and the onus is thus on Schmeiser to show that the Commissioner erred in allowing the
patent: Apotex Inc. v. Wellcome Foundation Ltd., [2002] 4 S.C.R. 153, 2002 SCC 77, at paras. 42-44. He has failed to discharge that
onus. We therefore conclude that the patent is valid.

B. Did Schmeiser "Make" or "Construct" the Patented Gene and Cell, Thus
Infringing the Patent?

25  The Patent Act confers on the patent owner "the exclusive right, privilege and liberty of making, constructing and using the invention
and selling it to others to be used": s. 42. Monsanto argues that when Schmeiser planted and cultivated Roundup Ready Canola seed, he
necessarily infringed their patent by making the gene or cell.

26 We are not inclined to the view that Schmeiser "made" the cell within the meaning of s. 42 of the Patent Act. Neither Schmeiser nor
his corporation created or constructed the gene, the expression vector, a plant transformation vector, or plant cells into which the chimeric
gene has been inserted.

27 It is unnecessary, however, to express a decided opinion on this point, since we have in any event concluded that Schmeiser
infringed s. 42 by "using" the patented cell and gene.

C. Did Schmeiser "Use" the Patented Gene or Cell, Thus Infringing the Patent?
(1) The Law on "Use"

28 The central question on this appeal is whether Schmeiser, by collecting, saving and planting seeds containing Monsanto's patented
gene and cell, "used" that gene and cell.

29  The onus of proving infringement lies on the plaintiff, Monsanto.

30 Infringement is generally a question of fact (see Whirlpool, supra). In most patent infringement cases, once the claim has been
construed it is clear on the facts whether infringement has taken place: one need only compare the thing made or sold by the defendant
with the claims as construed. Patent infringement cases that turn on "use" are more unusual. In those rare cases where a dispute arises on
this issue, as in this case, judicial interpretation of the meaning of "use" in s. 42 of the Act may be required.

31 Determining the meaning of "use" under s. 42 is essentially a matter of statutory construction. The starting point is the plain meaning
of the word, in this case "use" or "exploiter". The Concise Oxford Dictionary defines "use" as "cause to act or serve for a purpose; bring into
service; avail oneself of": The Concise Oxford Dictionary of Current English (9th ed.1995), at p. 1545. This denotes utilization for a purpose.
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The French word "exploiter" is even clearer. It denotes utilization with a view to production or advantage: "tirer parti de (une chose), en vue
d'une production ou dans un but lucratif; [...] [u]tiliser d'une maniére advantageuse ...": Le Nouveau Petit Robert (2003), at p. 1004.

32 Three well-established rules or practices of statutory interpretation assist us further. First, the inquiry into the meaning of "use" under
the Patent Act must be purposive, grounded in an understanding of the reasons for which patent protection is accorded. Second, the
inquiry must be contextual, giving consideration to the other words of the provision. Finally, the inquiry must be attentive to the wisdom of
the case law. We will discuss each of these aids to interpretation briefly, and then apply them to the facts of this case.

33 We return first to the rule of purposive construction. Identifying whether there has been infringement by use, like construing the claim,
must be approached by the route of purposive construction: Free World Trust v. Electro Santé Inc., [2000] 2 S.C.R. 1024, 2000 SCC 66.
"[Plurposive construction is capable of expanding or limiting a literal [textual claim]": Whirlpool, supra, at para. 49. Similarly, it is capable of
influencing what amounts to "use" in a given case.

34 The purpose of s. 42 is to define the exclusive rights granted to the patent holder. These rights are the rights to full enjoyment of the
monopoly granted by the patent. Therefore, what is prohibited is "any act that interferes with the full enjoyment of the monopoly granted to
the patentee™ H. G. Fox, The Canadian Law and Practice Relating to Letters Patent for Inventions (4th ed. 1968), at p. 349; see also
Lishman v. Erom Roche Inc. (1996), 68 C.P.R. (3d) 72 (F.C.T.D.), at p. 77.

35 The guiding principle is that patent law ought to provide the inventor with “"protection for that which he has actually in good faith
invented™: Free World Trust, supra at para. 43. Applied to "use", the question becomes: did the defendant's activity deprive the inventor in
whole or in part, directly or indirectly, of full enjoyment of the monopoly conferred by law?

36 A purposive approach is complemented by a contextual examination of s. 42 of the Patent Act, which shows that the patentee's
monopoly generally protects its business interests. Professor D. Vaver, in Intellectual Property Law: Copyright, Patents, Trade-marks (1997),
suggests that the common thread among "(making, constructing and using the invention and selling it to others to be used)"... is that the
activity is usually for commercial purposes -- to make a profit or to further the actor's business interests ..." (p. 151). This is particularly
consistent with the French version of s. 42, which uses the word "exploiter".

37 As a practical matter, inventors are normally deprived of the fruits of their invention and the full enjoyment of their monopoly when
another person, without licence or permission, uses the invention to further a business interest. Where the defendant's impugned activities
furthered its own commercial interests, we should therefore be particularly alert to the possibility that the defendant has committed an
infringing use.

38 With respect for the contrary view of Arbour J., this does not require inventors to describe in their specifications a commercial
advantage or utility for their inventions. Even in the absence of commercial exploitation, the patent holder is entitled to protection. However,
a defendant's commercial activities involving the patented object will be particularly likely to constitute an infringing use. This is so because
if there is a commercial benefit to be derived from the invention, a contextual analysis of s. 42 indicates that it belongs to the patent holder.
The contextual analysis of the section thus complements -- and confirms -- the conclusion drawn from its purposive analysis. It is the reverse
side of the same coin.

39 We turn now to the case law, the third aid to interpretation. Here we derive guidance from what courts in the past have considered to
be use. As we shall see, precedent confirms the approach proposed above and it is of assistance as well in resolving some of the more
specific questions raised by this case.

40 First, case law provides guidance as to whether patent protection extends to situations where the patented invention is contained
within something else used by the defendant. This is relevant to the appellants' submission that growing plants did not amount to "using"
their patented genes and cells.

41 Patent infringement actions often proceed in a manufacturing context. Case law has for that reason focussed on situations where a
patented part or process plays a role in production. As Professor Vaver states, supra, at p. 152:

"Use" applies both to patented products and processes, and also to their output. A patent that covers a zipper-making machine or
method extends to zippers made by the machine or method. Each zipper sold without authority infringes the patent, even if the zippers
themselves are unpatented. This expansive doctrine applies, however, only if the patent plays an important part in production.

42 By analogy, then, the law holds that a defendant infringes a patent when the defendant manufactures, seeks to use, or uses a
patented part that is contained within something that is not patented, provided the patented part is significant or important. In the case at
bar, the patented genes and cells are not merely a "part" of the plant; rather, the patented genes are present throughout the genetically
modified plant and the patented cells compose its entire physical structure. In that sense, the cells are somewhat analogous to Lego
blocks: if an infringing use were alleged in building a structure with patented Lego blocks, it would be no bar to a finding of infringement
that only the blocks were patented and not the entire structure. If anything, the fact that the Lego structure could not exist independently
of the patented blocks would strengthen the claim, underlining the significance of the patented invention to the whole product, object, or
process.

43 Infringement through use is thus possible even where the patented invention is part of, or composes, a broader unpatented structure
or process. This is, as Professor Vaver states, an expansive rule. It is, however, firmly rooted in the principle that the main purpose of
patent protection is to prevent others from depriving the inventor, even in part and even indirectly, of the monopoly that the law intends to
be theirs: only the inventor is entitled, by virtue of the patent and as a matter of law, to the full enjoyment of the monopoly conferred.

44 Thus, in Saccharin Corp. v. Anglo-Continental Chemical Works Ld. (1900), 17 R.P.C. 307 (H.C.J.), the court stated, at p. 319:

By the sale of saccharin, in the course of the production of which the patented process is used, the Patentee is deprived of some part
of the whole profit and advantage of the invention, and the importer is indirectly making use of the invention.

This confirms the centrality of the question that flows from a purposive interpretation of the Patent Act: did the defendant by his acts or
conduct, deprive the inventor, in whole or in part, directly or indirectly, of the advantage of the patented invention?

45  In determining whether the defendant "used" the patented invention, one compares the object of the patent with what the defendant
did and asks whether the defendant's actions involved that object. In Betts v. Neilson (1868), L.R. 3 Ch. App. 429 (affd by (1871) L.R. 5
H.L. 1), the object of the patent was to preserve the contents of bottles in transit. Though the bottles were merely shipped unopened
through England, the defendant was held to have used the invention in England because, during its passage through that country, the
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beer was protected by the invention. Lord Chelmsford said, at p. 439:

It is the employment of the machine or the article for the purpose for which it was designed which constitutes its active use; and whether
the capsules were intended for ornament, or for protection of the contents of the bottles upon which they were placed, the whole time they
were in England they may be correctly said to be in active use for the very objects for which they were placed upon the bottles by the
vendors.

46 In fact, the patented invention need not be deployed precisely for its intended purpose in order for its object to be involved in the
defendant's activity. It was not relevant in Neilson whether the invention had actually caused bottles to be preserved during shipping, in a
situation in which they would otherwise have broken. As a further example, in Dunlop Pneumatic Tyre Co. v. British & Colonial Motor Car
Co. (1901), 18 R.P.C. 313 (H.C.J.), the defendants placed on display at a car show a car with patented tires which they had intended to
remove prior to sale, substituting other tires. The exhibition of the car with the patented tires was nonetheless held to be an infringing use.
The common thread is that the defendants employed the invention to their advantage, depriving the inventor of the full enjoyment of the
monopoly.

47 Moreoever, as Lord Dunedin emphasized in British United Shoe Machinery Co. v. Simon Collier Ld. (1910), 27 R.P.C. 567 (H.L.),
possession as a stand-by has "insurance value", as for example in the case of a fire extinguisher. The extinguisher is "used" to provide the
means for extinguishment should the need arise. This is true, too, of a spare steam engine which is "intended in certain circumstances to
be used for exactly the purpose for which the whole machine is being actually used" (p. 572). Exploitation of the stand-by utility of an
invention uses it to advantage.

48  In Terrell on the Law of Patents (15th ed. 2000), at para. 8.24, the authors observe that "[tihe word “use'... would ... seem to indicate
making practical use of the invention itself". In some circumstances, "practical use" may arise from the stand-by utility resulting from mere
possession of the invention, or from some other practical employment with a view to advantage. Use, and thereby infringement, are then
established.

49 The general rule is that the defendant's intention is irrelevant to a finding of infringement. The issue is "what the defendant does, not
... what he intends": Stead v. Anderson (1847), 4 C.B. 806, 136 Eng. Rep. 724 (C.P.), at p. 736; see also Hoechst Celanese Corp. v. BP
Chemicals Ltd. (1998) 25 F.S.R. 586 (Pt. Ct.) at p. 598; lllinois Tool Works Inc. v. Cobra Anchors Co. (2002), 221 F.T.R. 161 (F.C.T.D.),
2002 FCT 829, at paras. 14-17; Computalog Ltd. v. Comtech Logging Ltd. (1992), 44 C.P.R. (3d) 77 (F.C.A.) at p. 88. And the governing
principle is whether the defendant, by his actions, activities or conduct, appropriated the patented invention, thus depriving the inventor, in
whole or part, directly or indirectly, of the full enjoyment of the monopoly the patent grants.

50 However, intention becomes relevant where the defence invoked is possession without use. Where the alleged use consists of
exploitation of the invention's "stand-by" utility, as discussed above, it is relevant whether the defendant intended to exploit the invention
should the need arise.

51 Thus, possession was found to constitute "use" in Adair v. Young (1879), 12 Ch. D. 13 (C.A.), where a ship's master was sued for
infringement in relation to the presence of patented pumps on his ship. The ship's owners had fitted the ship with the pumps but were not
named in the suit. The master had no power to remove the pumps and had never used them to pump water in British waters. However, the
court held that the master intended to use the pumps if the need arose. The court thus granted an injunction against use of the pumps to
pump water.

52 Similarly, Fox states, supra, that "[m]ere possession of a patented article may amount to infringement where such possession is
unlicensed and where there is present the intention of user to the detriment of the patentee, but not if there is no intention to use" (pp.
383-84) (emphasis added, footnotes omitted) .

53 The onus of proving infringement would become impractical and unduly burdensome in cases of possession were the patent holder
required to demonstrate the defendant's intention to infringe. As Professor Vaver explains, "mere possession may not be use, but a
business that possesses a patented product for trade may be presumed either to have used it or to intend to use it, unless it shows the
contrary" (supra, at p. 151 (emphasis added)).

54  The classic case of British United Shoe, supra, suggests that mere possession of an object containing a patented ingredient or made
by a patented process may not amount to "use" if the defendant can show that the object is held without a view to advancing the
defendant's interest. The defendant boot maker owned a machine containing a patented mechanism but was held not to have infringed
the patent. The defendants did not use the patented part itself, as it was possible not to bring it into operation unless one wanted to do so.
The court noted there was no question of the defendants' honesty (they had returned the patented part willingly when legal action
commenced). In the court's view, "[tlhe patented part ... was ... of no use to the Defendants and was put aside by them, and they never
thought of using the patented part, nor was it appropriate to their trade" (p. 571). The court stated that there is a rebuttable presumption or
"ordinary inference" that a defendant in possession of an invention had either used it or had it for the future purpose of using it in an
infringing manner (p. 571).

55  Commenting on British United Shoe in Pfizer Corp. v. Ministry of Health, [1965] A.C. 512 (H.L.), Lord Wilberforce observed that "if it
can positively be proved that the possession was innocent of any actual use or intention to use, the defendant will not be held to have
infringed” (p. 572). Possession requires an "additional ingredient” to make up an infringement (p. 572). In Pfizer, according to Lord
Wilberforce, use arose from the transportation of patented articles (possession) with a view to trade (the additional ingredient). Where the
patent holder shows that the defendant possessed the patented invention, it is up to the defendant to show the absence of the "additional
ingredient".

56 Thus, a defendant in possession of a patented invention in commercial circumstances may rebut the presumption of use by bringing
credible evidence that the invention was neither used, nor intended to be used, even by exploiting its stand-by utility.

57 The court does not inquire into whether the patented invention in fact assisted the defendant or increased its profits. This is the
natural corollary of the finding in Neilson, supra, that it was not relevant to infringement whether the beer actually was preserved by the
invention, and the finding in Adair, supra, that it was irrelevant whether the ship's master had profited from the presence of the pumps on
the ship. The defendant's benefit or profit from the activity may be relevant at the stage of remedy, but not in